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DETAILED ACTION 

Applicants amendments to the claims filed 03/23/2007 have been entered. Any 
rejection/objection from the previous office action dated 02/27/2007 not addressed 
below have been withdrawn. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co,, 383 U.S. 1, 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1.56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 
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consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1 and 3-8 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mattox (4,906,274, '274 from hereon) in view of Mattox (EP 0,490.565 A1 , cited by 
applicant, '565 from hereon) in view of Payne et al. (WO 95/00019, cited by applicant). 
This new rejection was necessitated by amendment. 

*274 discloses compositions containing 0.1-99.9% of 3-isothiazolones (including 
DCOIT), 0.1-99.9% of an orthoester stabilizer and 0-99.8 % of an organic solvent. See 
col 1 lin 4-35, lin 60-col 2 lin 45. '274 discloses many uses of the composition including 
its use as a preservative in aqueous dispersions and coating emulsions (e.g. paints). 
See col 3 lin 29-47 and col 4 lin 21-66. Additional stabilizers including copper salts can 
also be employed, while '274 is silent on the amount of copper the patent incorporated 
by reference US pat No. 3,870,795 which states "generally, the metal nitrate or nitrite is 
used to stabilize the isothiazolone solution in an amount of about 1 percent to about 30 
percent" within applicants claimed range. See col 3 lin 15-28 of '274 and col 1 lin 65-col 
2 lin 10 and col 3 lin 25-39 of US 3,870,795. 

'274 does not disclose the amount of water in the aqueous dispersion or coating 
emulsions contemplated for use nor does '274 mention the use of inorganic fillers, 
emulsifiers and thickeners. 

'565 discloses isothiazolone concentrate compositions comprising a) 0.01 to 50 
parts of 3-isothiazolone (including DCOIT), b) 0.0001 to 10 parts copper salt and c) 
optionally 40 to 99.9899 parts organic solvent including di-glycols; '565 also discloses 
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compositions containing from 0.01 to 30 weight of the a-c composition above in water 
with an emulsifier. See page 2 lin 41-page 3 lin 49, examples part 3 and claims 1-3 and 
10. Regarding the limitation that the composition contains at least one inorganic filler, 
*565 in example 3, a paint formulation, lists the use of Ti-Pure R-902 a known titanium 
dioxide pigment used in coatings as evidenced by the teachings of DuPont's product 
brochure on titanium dioxide products used in coatings (cited in last action). While '565 
does not mention kaolin in the description or examples, kaolin is simply a mineral found 
in clay and '565 does disclose the use of Attagel 50 a known clay material, therefore it 
is obvious that Attagel 50 clay will contain kaolin. It would have been obvious to one 
with skill in the art that since aqueous isothiazolone compositions of '565 were disclosed 
as having from 0.01 to 30 weight of isothiazolone, organic solvent and copper salt that 
the aqueous applications contemplated for use in '274 could also use the same amount 
of the above ingredients in the aqueous dispersions disclosed. One with skill in the art 
would have a reasonable expectation of success in combining the concentrations of 
ingredients in an aqueous composition disclosed in '565 with the ingredients of *274 
because the patents are generally related as being drawn to the same general field of 
endeavor, isothiazolone biocide compositions and the patents share several of the 
same ingredients such as DCOIT, solvents and copper salts. The broad concentrations 
of isothiazolone, organic solvent and copper salt in '274 and the amount of those 
ingredients used in aqueous applications as disclosed in '565 meets applicants claimed 
weight percents for those ingredients by combination. 
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Payne is used primarily for the disclosure within that thickeners such as Xanthan 
gum were useful in aqueous compositions containing 3-isothiazolone as a biocide, the 
composition was said to be useful as a preservative in paint. Xanthan gum was said to 
aid in suspension of particulate matter, reduce sedimentation and increase viscosity. 
See abstract, page 1 lin 6-36, page 2 lin 19-37, page 4 lin 3-10 and claims 1-2. 

It would have been prime facie obvious at the time of the invention to a person of 
ordinary skill in the art to modify the 3-isothiazolone composition disclosed in '274 and 
add the inorganic fillers and surfactants of '565 and the Xanthan gum thickener 
disclosed within Payne. It is generally considered to be prime facie obvious to combine 
compounds each of which is taught by the prior art to be useful for the same purpose in 
order to form a composjtion that is to be used for an identical purpose. The motivation 
for combining them flows from their having been used individually in the prior art, and 
from them being recognized in the prior art as useful for the same purpose. There is 
also clear motivation for the skilled artisan to combine the thickener in Payne with the 
compositions of the Mattox references *274 and '565 to aid in the suspension of 
particulate matter, reduce sedimentation and to adjust the viscosity of the composition. 
One with skill in the art would have a reasonable expectation of success in combining 
the above references since they are all related in the same field of endeavor and their 
composition makeup is very similar in that they all disclose aqueous 3-isothiazolone 
biocide compositions. The advantage of such a composition as already disclosed above 
would be that the particulates would be suspended, there would be less sedimentation 
within the composition and the viscosity could be adjusted by simply adjusting the 
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amount of thickener. Also the use of thickener as disclosed by Payne would reduce the 
amount of organic solvent necessary, a distinct advantage since there is increasing 
demand to decrease the use of volatile organic compounds in all industries. As shown 
by the recited teachings, instant claims are no more than the combination of 
conventional components of biocide compositions useful in preserving paint products. It 
therefore follows that the instant claims define prime facie obvious subject matter. 

Claims 1,3-8 and 10 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Mattox (4,906.274, '274 from hereon) in view of Mattox (EP 0,490,565 A1, cited by 
applicant, *565 from hereon) in view of Payne et al. (WO 95/00019. cited by applicant) in 
view of Kostansek et al. (EP 1 ,060,667 A2, cited In last action) and in view of Gerigk et 
al. (US 5,332,430, cited in last action). This new rejection was necessitated by 
amendment. 

*274 is disclosed above. *274 is silent on the method to produce the compositions 
by dissolving DCOIT in solvent before addition of the other ingredients and is silent on 
melting DCOIT before addition of the other ingredients. '274 does not disclose the 
amount of water in the aqueous dispersion or coating emulsions contemplated for use 
nor does *274 mention the use of inorganic fillers and thickeners. 

*565 is disclosed above and is combined with the main reference '274 in the 
same manner. 

Payne is disclosed above and is combined with the main reference '274 in the 
same manner. 
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Kostansek is used primarily for the disclosure within that the method of melting 
an active (biocides are specifically mentioned), before addition of the other ingredients 
was already well known in the art at the time of the invention. Kostansek is also used for 
the disclosure within that the melted active can also contain a solvent that it is soluble 
in, thus meeting the limitation of claim 10. See abstract, [0002H0005],[0008H0011] and 
claims 1-3. The disclosed advantage of producing a suspension concentrate of a 
biocide in this manner was that the method produced small particles. It was disclosed 
that the efficiency of the pesticides (species of biocide) is often related to the size of the 
pesticide particle, typically the smaller the particle the greater the efficiency due to 
factors such as increased release rate and wider and more uniform coverage upon 
application. 

Gerigk is used only for the disclosure that paint systems containing biocides may 
contain fillers such as kaolin. See col 1 lin 49-col2 lin 7, col 4 lin 64-col 5 lin 22. 

It would have been prime facie obvious to a person of ordinary skill in the art at 
the time the claimed invention was made to combine the art described in the documents 
above because as above the combination of '274, '565 and Payne discloses all of 
applicants claimed invention except for the use of kaolin and applicants claimed 
procedure to make the composition as in claim 10. However Kostansek discloses the 
same method to make the composition and Gerigk discloses the use of kaolin in paint 
formulations. The motivation to combine the above documents would be a method to 
produce an aqueous DCOIT composition by melting/dissolving the biocide prior to 
addition of other ingredients. The advantage of this methodology would be that the 
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biocide particles produced are small, thus increasing the release rate and providing 
more uniform coverage of the biocide upon application. One with skill in the art would 
have a reasonable expectation of success in combining the above references since they 
are all related in the same field of endeavor and their composition makeup is similar in 
that they all disclose suspensions containing biocides. Thus, the claimed invention, 
taken as a whole was prima facie obvious over the combined teachings of the prior art. 

Conclusion , 

No claims are allowed at this time. 

Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP §706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MDNTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the mailing date of this final action. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to James W. Rogers, Ph.D. whose telephone number is 
(571) 272-7838. The examiner can normally be reached on 8:30-5:00. 
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If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Mike Hartley can be reached on (571) 271-0616, The fax phone number for 
the organization where this application or proceeding is assigned is 572-273-8300. 
Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published 
applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). 
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